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Trademark

Final Examination

Fall 2003

Professor Rebecca Tushnet

This examination consists of two questions, one worth 30 points and the other worth 70.

For the first question, the word limit is 1000 words, and for the second, 2500 words, though I do not expect most answers to be that long.

In brief, what I am looking for:
A clear statement of the legal claims on each side, and a clear statement of how they should be resolved, using the facts to support your reasoning and taking positions on questions of policy or of statutory interpretation as necessary.

Instructions for everybody:

Do not use footnotes.  You do not need to use full citations to a case; ordinarily, a recognizable version of a case name (e.g., Wal-Mart or Samara) will suffice if you wish to refer to a specific decision.  A section number will suffice for a portion of the Lanham Act; either form (e.g., §43(a) or §1125(a)) is acceptable.

If the word limits are exceeded or the examination is returned late, your grade will be adjusted downward.  I am not kidding.  I will not simply stop reading at the word limit; I will penalize you.

Although the questions are based on real situations, independent research, that is, research outside the other materials and your notes, is not worth your time.  I have changed the facts in ways subtle and not-so-subtle, so you could really do yourself more harm than good by looking for outside information.  

You may not discuss the examination questions or your answers with anyone else.  Good organization will count in your favor.

Instructions for those not using ExamSoft:

Examinations should be typed, double-spaced, on paper that is 8 1/2” x 11” with a 1” margin on all four sides of the page.  Text should appear on one side of a page only.  Font size should be 12 points or larger.  Please number the pages.  

Please return the examination questions to my assistant, Mary Kimble (or her replacement while Mary is on vacation) in room 330 or, on weekends, to the proctor in Room 208, along with your answer.  Do not keep a copy of the examination.  

Thank you, and have a great vacation.

Question 1: Word limit: 1000 words

30 points

The need to protect consumers from confusion is both necessary and sufficient to regulate the symbols by which businesses communicate to customers.  No other justification should be required or accepted.

Evaluate this statement with respect to two of the following doctrines and/or cases: 

1. abandonment

2. aesthetic functionality

3. Dastar
4. Dawn Donut
5. initial interest confusion 

6. promotional goods 

7. right of publicity

Although you should set out arguments pro and con, you must defend a position to get full credit.  

Question 2: Word limit, 2500 words

70 points

In Norse mythology, “Valkyries” were maidens who served the god Odin and were sent by him to the battlefields to choose the slain who were worthy of a place in Valhalla. Some Valkyries had the power to cause the death of the warriors they did not favor; others guarded the lives and ships of those dear to them. They were associated with fairness, brightness, and gold, as well as bloodshed.

Valkyrie Books (“Books”) is a self-described “radical feminist” bookstore based in the state of New Columbia.  It has been in business since 1986.  In April 1995, Books acquired the domain name http://www.valkyriebooks.com.  During the rest of 1995, Books took two or three orders from the website, but even as of 2003, 95% of its business was in-store and only 30% of Internet orders were from out-of-state addresses.  Books takes fairly extreme political positions; books featured on the front page of its website in 2003 advocate violence against certain allegedly sexist men and institutions.

Valkyrie Ski (“Ski”) is a sporting goods company specializing in high-end ski equipment, with a focus on women.  Founded in 1980, it is the second-largest ski equipment company in the United States, with outlets in five states, including New Columbia, and catalogs distributed in 20 other states.  In December 1998, Ski began operating a website at http://www.valkyrieski.com, achieving quick success in the specialized market for women’s high-end ski equipment.  Within a year, it had made Internet sales to 38 states and 2 foreign countries, and Internet sales accounted for 10% of its revenues, a figure that increased to 45% by 2002.  Ski states in large type on the front page of its website: “We are an independent company proudly bringing you the best in ski equipment for over twenty years.  Valkyrie Ski is not affiliated with Valkyrie.com.”

The Valkyries (the “Band”) is a four-woman “grrl group” from New Columbia that records and performs hard rock with the theme of women’s independence from men.  The Band began using the name “The Valkyries” in early 1998, and in late 1998 began using the domain name http://www.thevalkyries.com.  The site, labeled “The Official Valkyries Website,” features photos of the Band, links to reviews of their music, tour dates, lyrics, music samples, and a CD store.  Visitors to the website who wish to hear the music samples or buy the Band’s CDs can click on links marked “Listen to our songs and buy our CDs at Skyscraper Records.”  A visitor who does this reaches the Band’s page on the Skyscraper Records website;  Skyscraper Records is a major music retailer that sells all types of music.  

Valkyrie.com (“Dot-com”) is “the world’s biggest bookstore.”  In June 1995, its founder filed an intent-to-use application for registration of “Valkyrie” for books, music, video/DVDs, toys, clothes, sporting goods, and consumer electronics.  The application was allowed by the PTO in December 1995.  In early 1996, the website http://www.valkyrie.com opened for business, selling books, music, and video/DVDs.  Dot-com filed a truthful statement of use in June 1996.  Dot-com has added other products to the site over time; it began offering sporting goods (including ski equipment) in June 1997.  Dot-com has made sales in every state in the U.S. and over 40 foreign countries.

Dot-com’s launch was the biggest “dot-com” launch in history.  It spent $100 million on advertising in its first year, and while the blitz has slowed, it still spends millions on advertising.  The campaign was successful: Dot-com achieved 89% public recognition in surveys taken after one year of operation.

Dot-com’s revenues are 50% derived from books, 20% from music, 25% from video/DVDs, and 5% from everything else.  Dot-com’s yearly book revenues are approximately 200 times greater than Books’ yearly book revenues.  Dot-com’s total yearly revenues are approximately 50 times greater than Ski’s yearly revenues.

Dot-com sues Books, Ski and the Band in the federal court for the District of New Columbia, and Books, Ski and the Band counterclaim against Dot-com.  The parties seek injunctive relief.  Books is also seeking cancellation of Dot-com’s mark.

Several surveys have been submitted by the parties.  

(1) Ski submits a study from Ski Magazine, which asked subscribers to list the best ski equipment companies.  In 1997, without prompting, 65% of respondents named Valkyrie Ski as among the top 4 companies.  In 2002, the survey was repeated, and 50% of the respondents named Valkyrie Ski as among the top 4 companies.

(2) In late 2003, Dot-com conducted a mall intercept survey of 500 people who said they had bought, and were likely to buy in the near future, one or more of the following: books, music, videos/DVDs, and sporting goods.  The first question asked “Have you heard of a business that uses the name ‘Valkyrie’?”  475 respondents (95%) answered yes.  Those respondents were then asked “What does it sell?”  If they gave an answer other than “Don’t know,” they were asked “Anything else?” and the question was repeated until the respondents said “No” or “Don’t know.”

The responses to “What does it sell?” and the follow-ups were as follows:

	Books
	75%

	Music
	50%

	Video/DVD
	50%

	Clothing
	25%

	Toys
	15%

	Other
	5%

	Don’t know
	5%

	Sporting goods
	2%


*Numbers add to more than 100% because multiple responses were permitted. 

After that, the respondents who answered yes to the first question were asked a series of questions in the form, “Does the business you’re thinking of sell _____?”  The six categories tested were books, music, video/DVD, clothing, sporting goods, and fresh produce, and the order of the questions was varied so that each category was mentioned an equal number of times in every position.  (That is, one-sixth of the respondents would be asked about fresh produce first, one-sixth about books, and so on.)

The responses to “Does the business you’re thinking of sell ______?” were as follows:

	
	Yes
	No
	Don’t know

	Books
	95%
	5%
	0%

	Music
	85%
	10%
	5%

	Video/DVD
	85%
	10%
	5%

	Clothing
	65%
	20%
	15%

	Sporting goods
	35%
	35%
	30%

	Fresh produce
	35%
	35%
	30%


(3) Dot-com conducted a separate mall intercept survey of 500 people who said they had bought, and were likely to buy in the near future, music CDs.  The respondents sat at a computer where http://www.thevalkyries.com was displayed on the screen.  After they had the opportunity to look at the site, they were asked, “Do you think that the group ‘The Valkyries’ needed to get anyone’s permission to create this site?”  If respondents answered “Yes,” they were asked “Whose?” and then “Anybody else?” until they answered “No one” or “Don’t know.”  Fifty percent (50%) of the respondents answered “Yes.”

The responses to the permission question were as follows:

	Valkyrie.com
	45%

	Skyscraper Records
	35%

	Other (ISP, record label, etc.)
	20%

	Don’t know
	20%


*Numbers add to more than 100% because multiple responses were permitted. 

The State of New Columbia’s anti-dilution law permits the owner of a mark to obtain an injunction against the use by another of a similar mark “if there exists a likelihood of dilution of the distinctive quality of the mark, notwithstanding the absence of competition between the parties or of confusion as to the source of goods or services.”

Judge Solomon, who is the district court judge assigned to the case, has asked you – her law clerk – to write a memorandum analyzing the dispute for her.  She has asked you to identify the issues that must be considered in reaching a decision and to suggest the appropriate resolution, supported by what you believe to be the correct reasoning.  Your judge wants a recommendation for what she should do. 

Please note:

Because New Columbia’s trademark infringement law is identical to the federal law, you need not discuss it separately.  In addition, Judge Solomon has her own opinions about the Anticybersquatting Consumer Protection Act, § 43(d) of the Lanham Act, 15 U.S.C. §1125(d), and therefore she does not want you to discuss ACPA.  

Whenever you believe the case requires the judge to address questions or to make determinations based on policy, identify clearly what the statutory or policy issue is.  You are in the newly formed 12th Circuit, which has no appellate precedent of its own; you may therefore argue for or against the adoption of other circuits’ (or district courts’) precedents to resolve the issues. 

