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Question 1:

“Bollywood” is slang describing India’s movie industry, a global juggernaut whose yearly output and box office returns easily rival Hollywood’s.  Indian movies are particularly popular in Africa as well as in the Indian subcontinent.

Bollywood Rentals (Bollywood) runs 10 stores in California.  The first store opened in 2002.  Because the format proved so popular, Bollywood has opened several new stores each year since 2002, even though many video stores have been going out of business because of competitive pressure from retailers like Wal-Mart and online rental companies like Netflix.  In the first few months of 2006, Bollywood has granted franchises to stores in Illinois, New York, Georgia, and Florida.  No other entity in the US is using “Bollywood Rentals” as a business name.

Bollywood’s format is as follows: Each store rents DVDs, videotapes, and videogames, and sells microwave popcorn, soda, and candy, along with movie and entertainment magazines.  Bollywood stores are located in communities with large Indian and African immigrant populations.  Its advertisements consistently feature Indian movies, and Indian movies are shelved at the front of the store, though traditional American and other foreign films make up over 75% of the stores’ inventory.  Bollywood’s Indian films are subtitled in English.  Bollywood stores carry imported Indian soda and film magazines and traditional Indian candies alongside more common brands like Coke, Entertainment Weekly, and Reese’s Peanut Butter Cups.  The décor in Bollywood stores is intended to evoke an “Indian” atmosphere, with murals depicting various Hindu deities.   

Hollywood Video is one of the two largest video rental chains in the United States, with over 2,000 stores nationwide and an on-line website offering DVD rentals by mail.  Hollywood Video stores rent and sell DVDs, videotapes, and videogames, and sell microwave popcorn, soda, and candy.  In 2001 and again in 2005, Hollywood Video ran a month-long promotion, “Hooray for Bollywood!” in which Indian films with dubbed English soundtracks were shelved prominently in stores and featured on the hollywoodvideo.com website’s front page.  Hollywood Video plans to repeat this promotion from time to time when circumstances are right, but its promotions for the next 18 months are already planned and do not include the “Hooray for Bollywood” theme.  Hollywood Video has an incontestable federal registration for HOLLYWOOD VIDEO (“video” disclaimed) for video rental services.

Bollywood Rentals has filed one use-based application to register the mark BOLLYWOOD RENTALS for video rental services and a second use-based application to register BOLLYWOOD RENTALS for snack food sales.

What objections to registration should Bollywood expect?  Should the registrations issue?

Question 2:

O Olive Oil (O) began marketing its flavored olive oil products under the “O” label in 1995.  O Olive Oils were widely reviewed in newspaper food sections and food-oriented publications such as Gourmet and quickly achieved nationwide distribution in specialty food stores such as Williams Sonoma.  Typical reviews had headlines like “Looks good, tastes even better.”  O won three awards from the National Association for the Specialty Food Trade for outstanding product and design.

Consistent with its luxury image, O Olive Oil sold for higher prices than ordinary olive oils.  By 1997, O had revenues of $2 million a year.  In 1999, O began selling olive oil directly to consumers through a website, oolive.com.  Between 1995 and 2001, O spent about $2.2 million on advertising in total.

In 2000, O received use-based federal registrations for (1) a word and design mark for citrus-flavored olive oil and (2) the word marks “O ORANGE OLIVE OIL” (“orange olive oil” disclaimed) and “O LEMON OLIVE OIL” (“lemon olive oil” disclaimed).

[See supplemental materials for picture of mark (1)]

In 2001, O’s owners, who had invested heavily in internet stocks, lost all their money.  At the same time, a blight wiped out O’s olive groves.  By December 2001, there were no more olives to process, and O’s website listed all the olive oil as “temporarily out of stock.”  O did have approximately 40 cases (400 bottles) worth of already-processed oil on hand.  Over the next few years, it sold about ten cases per year to restaurants whose chefs knew O’s owners.

In mid-2005, O’s owners raised investment capital and purchased new olive groves in the same general area as their previous groves and began preparing to bottle O Olive Oil again.  They sent out press releases announcing their return to food reviewers nationwide, along with free samples of olive oil from the first new batches.  The bottles include a black band naming the specified product and a picture of the main ingredient.

[See supplemental materials for pictures]

In December 2005, O signed an exclusive distribution deal with Trader Joe’s, the rapidly expanding grocery store known for its quirky selection, high quality, and moderate prices.  In February 2006, O shipped bottles to Trader Joe’s stores nationwide, where they were available for purchase.

Meanwhile, Safeway, a large national grocery chain, was searching for a way to improve the image (and the selling price) of Safeway’s private label offerings.  Because of the increasing consumer interest in organic foods, Safeway determined to develop a line of branded organic products with a consistent trade dress across numerous processed foods.  In the course of its research, Safeway’s marketers reviewed many food publications, including several in which O’s olive oils were positively reviewed.

Safeway’s first “Safeway O Organics” foods – cookies, cereal, juice, peanut butter, and frozen dinners -- entered the market in 2003, with others quickly following.  The large “O” on the top of the label is set off from a black band with the word “Organics” across it and the package often includes a picture of the ingredients. 

[See supplemental materials for picture]

In January 2006, Safeway added olive oil to its O Organics line.

[See supplemental materials for picture]

Safeway invested $10 million in advertising its O Organics line in 2003, and continues to spend at a similar pace.  The products have been extremely successful, making Safeway the top seller of organic products in the country, with revenues of well over $50 million a year.  Safeway has federal registrations for O ORGANICS for cookies, frozen desserts, cereal, juice, peanut butter, frozen dinners, soups, ketchup, salsa, and vinegar.

Oprah Winfrey has a successful general-interest magazine named “O,” and grocery stores often sell oat cereal in “O” shapes under names like “Toasty O’s,” but there are no other successful food products whose names begin with a single “O.”  

[See supplemental materials for pictures]

O and Safeway sue each other.  You are in the Thirteenth Circuit; cases from other circuits offer persuasive but not dispositive authority.  The relevant state law includes the following provision: “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark registered under this chapter, or a mark valid at common law, or a trade name valid at common law, shall be a ground for injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.”

Please discuss the various theories O and Safeway might assert and evaluate the parties’ chances of success on each.
Question 3:

A bill to amend the Lanham Act is pending in Congress.  Here is the relevant language:

PROPOSED FEDERAL RIGHT OF PUBLICITY ACT. 

§ 1. Definitions. As used in this Act: 

“Commercial purpose” means the public use or holding out of an individual’s identity (i) on or in connection with the offering for sale or sale of a product, merchandise, goods, or services; (ii) for purposes of advertising or promoting products, merchandise, goods, services or businesses; or (iii) for the purpose of fundraising. 

“Commerce” shall have the same meaning as this word has in Section 45 of the Lanham Act, 15 U.S.C. § 1127. 

“Identity” means any attribute of an individual that serves to identify that individual to an 

ordinary, reasonable viewer or listener, including but not limited to (i) name, (ii) signature, (iii) photograph, (iv) image, (v) likeness, or (vi) voice. 

“Individual” means a living or deceased natural person, regardless of whether the identity of that individual has been used for a commercial purpose during the individual’s lifetime. 

§ 2. Recognition of right of publicity. The right to control and to choose whether and how to use an individual’s identity for commercial purposes is recognized as each individual’s right of publicity. 

§ 3. Transferability, descendibility, and divisibility. The rights under this Act are property rights that are freely transferable in whole or in part to any person either by written transfer, including but not limited to wills and trusts, or by intestate succession only to an individual’s spouse, parents, children, and grandchildren. 

§ 4. Limitations regarding use of an individual’s identity. 

(a) A person may not use an individual’s identity for commercial purposes in commerce during the individual’s lifetime without having obtained previous written consent from the individual or their authorized legal representative. 

(b) If an individual’s death occurs after the effective date of this Act, a person may not use that individual’s identity for commercial purposes in commerce for 50 years after the date of the individual’s death without having obtained previous written consent from the appropriate person or persons specified in Section 3 of this Act. 

§ 5. Applicability. 

(a) This Act applies to acts or events that take place after the effective date of this Act. 

(b) This Act does not apply to the following: 

(1) use of an individual’s identity in an attempt to portray, describe, or impersonate that 

individual in a live performance, an original work of fine art, play, book, article, musical work, film, radio, television, or other audio, visual, or audio-visual work, provided that (A) the performance, work, play, book, article, or film does not constitute in and of itself a commercial advertisement for a product, merchandise, goods, or services and (B) the use has artistic relevance to the work; 

(2) use of an individual’s identity for any news, public affairs, or sports broadcast or account, or any political campaign; 

(3) use of an individual’s name in truthfully identifying the person as the author of a particular work or program or the performer in a particular performance; or

(4) promotional materials, advertisements, or commercial announcements for a use described under paragraph (1), (2), or (3) of this subsection. 

§ 6. Violations; monetary relief. A person who violates Section 7 of this Act may be liable for the following: 

(a) Actual damages; and 

(b) Profits. 

§ 7. Injunctive relief. The court may issue such temporary restraining orders, preliminary 

injunctions, and permanent injunctions as may be appropriate under this Act. 

§ 8. Rights and remedies. The rights and remedies provided for in this Act are meant to extend nationwide. To the extent that the right of publicity and remedies governed by this Act are in conflict with or are equivalent to or are exceeded by the common law and statutes of any state, those state laws and statutes are preempted as of the effective date of this Act.

Please provide a short memo laying out the issues raised by the bill and arguing for a “yes” or “no” vote, taking the bill as a whole.

Question 4:

1-800-411-SAVE (Save), a new service, offers consumers free 411 calls in return for listening to advertisements.  The service, which can save consumers up to $3.49 per call, is expected to quickly capture a substantial percentage of the $7.2 billion directory assistance market.  After a caller asks for a number, a prerecorded message tells callers, “You’ll get the number you asked for after a short message from our sponsors.”  Which ad a caller hears depends on the number he or she is seeking – some ads are targeted to particular locations, others to particular goods and services.  

A caller seeking the number of a pizza shop will hear an ad for Domino’s Pizza.  Pursuant to Save’s policies, all of the pizza ads identify Domino’s at some point in the ad.  Some of the ads start with language like, “Consider Domino’s for your pizza cravings!” while others describe the pizza specials and prices, offer a phone number, then close with “All this and more, at Domino’s now!”  

At the end of each ad, a prerecorded message states, “To take advantage of this offer, press one now.  To hear the number you requested, please stay on the line.”  With the pizza ads, callers who press one will be connected to the Domino’s nearest to the pizza shop whose number they initially requested.  Approximately 15% of callers who hear a Domino’s ad press one and are connected to Domino’s.

Papa John’s is the second largest pizza chain in the United States.  It spends millions of dollars on advertising every year.  That advertising has paid off; when asked to name pizza restaurants, 85% of 18- to 30-year-olds surveyed volunteer Papa John’s as one of the first three that come to mind.  Papa John’s has incontestable federal registrations for PAPA JOHN’S for pizza and for restaurant services.

Papa John’s Pizza sues Domino’s and Save for playing Domino’s ads when a caller asks for Papa John’s.  Please evaluate Papa John’s claims.  As with Question 2, you are in the Thirteenth Circuit; cases from other circuits offer persuasive but not dispositive authority.
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