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"Examinations are formidable even to the best prepared, for the greatest fool may ask more than the wisest man can answer." – Charles Caleb Colton
Question 1:

Jones Soda is an upstart company known for its unusually named and decorated bottles.  Flavors vary over time and seasonally, including Green Apple, Root Beer, Orange and Cream, and the Thanksgiving-themed Mashed Potato and Butter soda.  But flavor isn’t the basic Jones Soda selling proposition.  According to the company, “Jones Soda has been recognized and awarded for its unique packaging that features constantly changing labels that are generated and submitted by its consumers.”  

Jones Soda Bottles:
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Jones Soda Co. distributes sodas in skate, surf and snowboarding shops, tattoo and piercing parlors, as well as in individual fashion stores and national retail clothing and music stores.  The company has now begun to achieve larger chain store listings with companies such as Starbucks, Panera Bread, Barnes & Noble, Safeway, Target, and 7-Eleven stores.
Jones Soda has hired a number of “extreme” sports stars to promote its brands.  In addition, the Jones Soda RVs travel around the country handing out sodas and advertising the brands.  One recent stop was the Motor City Music Conference in Detroit, where numerous local bands performed.  The RVs have also shown up at various skateboarding events, public beaches, music venues, and Oscar parties.

Jones Soda RV:
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MyJones Independent Music, a website located at http://www.myjonesmusic.com, is another Jones Soda promotional tool.  It allows independent musicians to upload their music for others to hear and includes message boards.  Jones Soda also plans to sell music CDs through the site in the future.

In addition, as part of its “Be a Pop Star” promotion, Jones Soda features 20 music artists and/or bands each month on its soda labels.  The selected labels, each of which are applied to 50,000 to 150,000 bottles, bear a band’s picture, name and website.  Anyone, including a band, can also pay Jones Soda to produce labels with a customized picture and customized wording on the back of the label.  Jones Soda requires that any recognizable individuals in a picture sign a release form allowing Jones Soda to use the photo on labels and any associated advertising.

Along with customized batches of soda, Jones Soda also sells Jones Soda merchandise, including T-shirts and other clothing, stickers, posters, patches, postcards, hats, and messenger bags.  

Jones Soda has recently introduced a new flavor, Strawberry Manilow:
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So far, the new flavor is selling briskly.  One reviewer calls the flavor “More bubble-gum than strawberry, which is appropriate for a soda named after a singer of ‘bubble-gum pop.’”

Barry Manilow dominated the 1970s soft rock scene with a string of top ten hits and multi-platinum albums.  “Mandy,” “I Write the Songs,” and “Copacabana.”  He’s won Grammys, Emmys, American Music Awards, a Tony, and numerous other awards for his music and showmanship.  Despite frequent barbs from critics and lampooning by comedians, Manilow's fans and music soldier on, as evidenced by the No. 1 debut of his 2002 greatest hits album Ultimate Manilow, and Rolling Stone’s accolade that Manilow is the "showman of our generation.”  Manilow appeared as a guest judge on and arranged music for American Idol in 2004.  Following the success of his popular 'Farewell' tour, Manilow opened a standing show in Las Vegas in 2005 at the Las Vegas Hilton.  He also regularly appears on national news and entertainment shows, from Good Morning America to Oprah.  

Manilow is the federal registrant of the incontestable mark BARRY MANILOW for entertainment services, clothing, backpacks and tote bags, posters, and jewelry.  Licensed BARRY MANILOW merchandise currently available includes mugs, T-shirts and other casual clothing, books, jewelry, blankets, license plate holders, calendars, pins, stickers, posters, purses, magnets, stuffed animals (the “Barry Fanilow” bear), keychains, CDs, and DVDs.  

Manilow had been negotiating with Ben & Jerry’s, the ice cream makers, for a licensed “Berry Manilow” flavor.  (A “Copabanana” flavor was proposed as well.)  Ben & Jerry’s, whose ice creams are sold in supermarkets, convenience stores, stand-alone ice cream stores, and restaurants, has previously partnered with musical celebrities for special ice cream flavors, most notably “Cherry Garcia” with The Grateful Dead’s Jerry Garcia and “Phish Food” with the band Phish.  A week after Jones Soda released its new flavor, however, Ben & Jerry’s broke off negotiations, explaining that “We expect Jones Soda’s brand recognition to interfere with the uniqueness of the ‘Berry Manilow’ flavor; moreover, Jones Soda’s reputation for novelty and ironic ‘hipness’ is inconsistent with the Ben & Jerry’s focus on long-term quality and sincerity.”

Shortly thereafter, Manilow sued Jones Soda in federal court in California.  (California Business and Professions Code Section 14330 provides that “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark registered under this chapter, or a mark valid at common law, or a trade name valid at common law, shall be a ground for injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion as to the source of goods or services.”)  Jurisdiction over Jones Soda is proper.  Please discuss the various theories Manilow might assert and evaluate his chances of success on each.
Question 2:

Angela Morris operates Sweet Honey, a beauty salon in Baltimore catering to young, professional African-American women.  In 2001, she began selling makeup at the salon under the name Black/Beauty, using laser-printed black and white labels with block lettering.  She offered lipsticks, eye shadows, and blushes.  In 2002, she registered the domain name http://www.blackbeauty.net.  At the website she listed the salon’s location and hours of operation, and promised “more on Black/Beauty, the best makeup for a Black Woman, coming soon.”  

In March 2003, she redesigned the labels for the makeup, adding a stylized design of a smiling woman, changing the font to cursive, and replacing the “/” with a space: “Black Beauty.”  Shortly thereafter, because of the increasing popularity of the makeup, she began selling the makeup at home parties throughout the Baltimore/Washington area and at her cousin’s independently owned pharmacy in Atlanta.  Starting in August 2003, she advertised in the Baltimore Sun and in free local papers in Baltimore, Washington and Atlanta.  

In 2004, after a story in Essence magazine featured Morris as an up-and-coming African-American businesswoman and showcased “Black Beauty” makeup in a five-page spread, Morris revamped her website and began to offer the makeup for sale on the site, offering free shipping to anywhere in the US.  She also made a distribution deal with a chain of moderately-priced department stores operating throughout the Eastern and Southern US.  

Meanwhile, Vorpal Corp. was attempting to develop a new line of personal care/grooming products for “tween” girls from 8 to 13, who research revealed to be very interested in makeup but unwilling to jump immediately to “grown-up” brands.    The product line Vorpal had in mind included makeup cases, mirrors, makeup brushes, and hairbrushes.  As research went on, Vorpal determined that it should also include makeup products in the product line, specifically lip glosses, glitter dust, and a gentle cleanser, with the possibility of adding more products if the line succeeded.  The products would be sold in drugstores, convenience stores and supermarkets.

In July 2003, Vorpal filed five intent to use applications covering the goods it planned to market.  The marks for which it filed applications were: CHARMANT, SWEETNESS AND LIGHT, BLACK BEAUTY, HEY THERE!, and HEY PRETTY.  Vorpal commenced marketing studies on the commercial potential of each of these marks, and determined that the BLACK BEAUTY mark, combined with a trade dress involving horses (“Black Beauty” is the name of a beloved children’s book about a horse, published in 1877 and thus currently in the public domain) was the most commercially viable.  It thus proceeded to prepare BLACK BEAUTY products for market.

In December 2004, Vorpal’s application for BLACK BEAUTY was published for opposition.  Morris’s attorney (only recently hired) was flipping through the Official Gazette and saw Vorpal’s mark. 

Morris has timely filed an opposition.  How should the TTAB rule on the opposition?

Question 3:

A bill to amend the dilution provisions of the Lanham Act is pending in Congress.  Please provide a short memo laying out the issues and arguing for a “yes” or “no” vote, taking the bill as a whole.

The following paragraphs set forth the relevant changes:

	
	PROPOSED PROVISION
	WHAT IT REPLACES

	1
	Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after the owner's mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion, of competition, or of actual economic injury.
	The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the court deems reasonable, to an injunction against another person’s commercial use in commerce of a mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality of the mark, and to obtain such other relief as is provided in this subsection.

	2
	[A] mark is famous if it is widely recognized by the general consuming public of the United States as a designation of source of the goods or services of the mark's owner. In determining whether a mark possesses the requisite degree of recognition, the court may consider all relevant factors, including the following:

                  `(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties.

                  `(ii) The amount, volume, and geographic extent of sales of goods or services offered under the mark.

                  `(iii) The extent of actual recognition of the mark.
	In determining whether a mark is distinctive and famous, a court may consider factors such as, but not limited to—

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or services with which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade used by the marks’ owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered [on the principal register].

	3
	`dilution by blurring' is association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the following:

(i) The degree of similarity between the mark or trade name and the famous mark.

(ii) The degree of inherent or acquired distinctiveness of the famous mark.

(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name intended to create an association with the famous mark.

(vi) Any actual association between the mark or trade name and the famous mark.

`dilution by tarnishment' is association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark.
	The definition of dilution currently in the law is “the lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of—

(1) competition between the owner of the famous mark and other parties, or

(2) likelihood of confusion, mistake, or deception.”

	4
	The following shall not be actionable as dilution by blurring or dilution by tarnishment under this subsection:

(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.

(B) Fair use of a famous mark by another person, other than as a designation of source for the person's goods or services, including for purposes of identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.

(C) All forms of news reporting and news commentary.
	The following shall not be actionable under this section:

(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.

(B) Noncommercial use of a mark.

(C) All forms of news reporting and news commentary.

	5
	On or after the effective date of this amendment, all claims under the common law or a statute of a State that seek to prevent dilution by blurring or dilution by tarnishment, or that assert any claim of actual or likely damage or harm to the distinctiveness or reputation of a mark, label, or form of advertisement, are preempted. Thereafter, no person is entitled to any such right or equivalent right under the common law or statutes of any State.
	The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register shall be a complete bar to an action against that person, with respect to that mark, that is brought by another person under the common law or a statute of a State and that seeks to prevent dilution of the distinctiveness of a mark, label, or form of advertisement.


BE ADVISED: This is not quite the real bill pending in Congress.  Arguments taken from outside research based on that bill will trip you up.
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